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28 STATE STREET. 2t TH FLOOR 
BOSTON, MA 02109 



Banner & Witcoff, ltd. 



(NTEULECTUAL PROPERTY LAW 



TEL: (617) 227-7111 
FAX: (617) 227-4399 
www.bannerwitcot f.com 



Memorandum 



To: 



File 



From: 



Laurie Hall 



Date: 



December 1. 2004 



Re: 



03848-85586 



I spoke to Terry Dyson today in Publications who said the file is still in IDC (Initial Data Cc pture). She 
is placing the application in special handling and will contact the contractors to try to ex )edite. She 
advised us to call back in 2-3 weeks for the status and mentioned that they're backed u ) on a lot of 
applications. 

I then checked PAIR and discovered a Query Control Form, dated 8/19/04 and sign! id by "ewe" 
stating that there were color drawings and that he/she did not find the required mention in the 
specification. There was also an Artifact Sheet under a heading mentioned that some itei is could not 
be scanned which referred to stapled set(s) of extra color drawings/photographs. 

I called Jill Warden who found the same documents. 1 told her there were no color d awings, but 
there were B&W photographs. Jill said that the Query Control Form was marked "I one" at the 
bottom so this issue was completed and shouldn't be the reason the application is beir g held from 
publication. 

She suggested we speak to someone higher up and gave me the names of Dick ucomb, the 
Director of Publications, and Deborah Stephens, who works with him, (703) 305-8263. . ill thought it 
would be better to contact Deborah. 



^ See attachments printed from PAIR. 
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euboequently waohcd and prepared for reaction with a now oot of 
monomero. Dlmers^ trimero, and larger polymero of controlled length 
and loonomar sequence are prepared by copeatln? the above eteps with 
different groupings of the reaction regiona and monomer oolutlono. 
5 In alternative embodtments, the poiymoro or other compoundo of the 
array are delivered to the regions as complete species, and thue the 
above polymer oyntheeie otopo are unnecoseary. 

In a preferred embodinent, a plurality of reaction 
'regioneon the substrate curface are surrounded by a constraining 
10 region such as a non-wetting region which hinders the transport of 

reactanta between adjacent reaction regions. Thus, the reactants in 
one region cannot flow to other regions where they could contaminate 
the reaction. In certain preferred embodimontn , the regions of the 
array are defined by selective irradiation of a oubstrate surface 
15 containing photolabile hydrophobic protecting groups. In areas whore 
the surface is irradiated, the hydrophobic protecting groups ar© 
removed to define reaction regiona. When an agueouo or other polar 
reactant solution is deposited in the reaction region, it will have a 



relatively large wetting angle with the eubotrate surface so that by 
pj 20 adjusting the amount deposited, one can ensure no flow to adjacent 

' regiona. 

A further understanding of tho nature and advantages of 
\ the inventions herein may be realized by reference to the riimaining 

J portions of the specification and the attached drawings. 

\ ^..^^..^XL^^^ ' BRIEF OESCRIPTIOK OF THE DRAWINGS 

[ " Fig. 1 is a goneraliiod diagram illuGtrating tho 

invention; 

Fig- 2 is a flow chai-t illustrating the treatment steps 
30 performed in synthosizing an arriiy of various polymero? 

Pig- 3 is a mapping of a resulting array of polymors; 

Fig- 4a to 4c illustrate the arrangemont of three channel 
block templates in six proceoD steps employed to synthooixo 64 
million hejcapeptidos from, a 20 aicino acid basic oat; . 
35 Fig. 5a is a top viev/ and Fig. 5b io a cross-sectional 

view of a first embodiment of a device used to syntheeiro arrays of 
polymer sequences; 

Fig. 6 is a cross-eectlonal view of an embodiment 
containing a pressure choinber for holding a substrate against a 
40 channel block; 

Figs. 7a and 7b are top views of tv/o of two different 
"fanned array" channel blocks; 

Fig. 6 lo a croso-sGctional view or a channel block and 
associated flow ports according to one embodiment of the inv ntion; 



09. 98;*)54 



PACE 27/33 • RCVD AT 7/28/2005 11:25:22 AM [Eastern Daylight Time] • SVR:USPTO-EFXRF-5/24 • DNIS:7464633 * CSID: 161 77209604 • DURATION (mm.ss):18-16 



07/28/2005 10:41 FAX 16177209604 (11028/033 



ARTIFACT SHEET 



Enter artifact number below. Artifact number is application number + 
artifact type code (see list below) n- sequential letter (A, B, C . , The first 
artifact folder for an artifact type receives the letter A, the second B etc 
Examples: 59123456PA, 59123456PB, 59123456ZA, 59123456Zb' 



Indicate quantity of a single type of artifact received but not scanned. Create 
mdividual artifact folder/box and artifact number for each Artifact Type. 



CD(s) containing computer program listing 
- . Doc Code; Computer Artifact Type'code; P 



V Stapled Set(s) of Extra Color Drawings/Photographs 
-L — I Doc Code: Artifact Artifact Type Code: C 

CD(s) containing pages of specification j 1 
and/or sequence listing r~| 

Doc Code: Artifact ' ' .Artifact Type Code: S 



CD(s) with content unspecified 

Doc Code: Artifact .Artifact Type Code: U 

Microfilm(s) 

Doc Code: Artifact Artifact Type Code: F 

Video tape(s) 

Doc Code: Artifact Aaiifact Type Code: V 

Model(s) 

Doc Code: Artifact Artifact Type Code: M 

Bound Document(s) 

Doc Code: Artifact Artifact Type Code: B 

Other, description: 

Doc Code: Artifact Artifact Type Code: Z 



PAGE 28/33 * RCVD AT 7/28/2005 11:25:22 AM [Eastern Daylight Time] * SVR:USPTO-EFXRF-5/24 * DNIS:7464633 * CSID: 191 77209604 * DURATION (mm.ss):18-16 



07/28/2005 10:41 FAX 16177209604 



(21029/033 





Banner 5. Witcoff, ltd. 

INTELLECTUAL PROPERTY LAW 



28 Si i Street, 28'" Fi dor 
Boston, MA 02109 

TEL: (617) 720-9600 
FAX: (617) 720-9601 
www.bannerwitcoff.ee m 



FACSIMILE TRANSMITTAL SHEET 



TO: 



Kimberiy Terrell 

Assistant Manager, Publications Branch 



FROM; 

John P. Iwanicki 



COMPANY: DATE: 
United States Patent and Trademark Office April 13, 2005 
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"Combinatorial Strategies for Polymer Synthesis," James L. Winkler et al. 

If you do not receive all page(s) or have any problems receiving tliis transmission, please call: 

NAME: PHONE: 

Sender (617) 720-9600 

COMMENTS: 

Please see attached Applicants' Request for Expedited Issuance which is being submitted today n the above- 
referenced application. 



Kindly acknowledge receipt of this transmission by return facsimile. 



I hereby certify that this correspondence is being submitted by 
facsimile addressed to; fax no. (703) 745-4658, Commissioner for 
Patents. Attn: Kimberiy Terrei!. Publications Branch. P.O. Box 
1450. Alexandria. VA 22313-1450, on 



u7/3 <^05 



Date 




Laurie Hall 



ImportantyConfidential: This message is intended only for the use of the individual or entity to whom it is addressc i. This message 
contains information from the law firm of Banner & Witcoff. Ltd. v^hich may be privileged, confidential or exempt fron disclosure under 
applicable law. If the reader of this message is not the intended recipient, you are hereby notified that any dissemin ition, distribution, 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of; 




James L. Winkler, Stephen P. A. Fodor, 


) Confirnnation No.: 895' 


Clu'istopher J. Buchko, Debra A. Ross, 




Lois Aldwin, and Douglas N. Modlin 


) Examiner: 




) Jan M. Ludlow 


Serial No.: 09/498,554 






) Art Unit: 1743 


Filed: February 4, 2000 




Title: COMBINATORIAL STRATEGIES FOR 




POLYMER S^^THESIS 





Commissioner for Patents 
P.O.Box 1450 

Alexandria, VA 22313-1450 



Attention: Kimberly Terrell, Assistant Manager 
Publications Branch 



REQUEST FOR EXPEDITED ISSUANCE 



Applicants subniitted a Response to Notice of Allowance and Issue Fee Transn) ttal on 



April 22, 2004. PAIR indicates that a ''workflow query'' was initiated and satisfied and hat the 
application has been in IDC (Initial Data Capture) since September 21. 2004. Inquirie ; made 
with the Publications Branch revealed that the application was placed in "special handi ng'* on 
January 3, 2005, but Applicants have not received further notification of the status of the 



application. USPTO Publications special handler, Cheryl McLeod, confirmed on ApriJ 1 2305 
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that she has received no response to her inquires from the USPTO file depository contracts r. 

Accordingly, as nearly a year (356 days) has passed from the payment of the Iss le I'ee, 
AppHcants respectfully request expedited processing of the above-referenced application i > place 
it in condition for the issuance of the Letters Patent. 

Respectfully submitted, 



Dated: 




John P- Ivvanicki, Reg. No. 34,628 
\^ER & WiTCOFF, Ltd. 
Street, 28th Floor 
Boston, MA 02109 
(617) 720-9600 
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rak, K. X \A/ Boston. MA 02109 

Banner &Witcoff ltd 

i.TE.uECTu.. PROPeR.V u.w ^EL: (617)720-9600 

FAX: (617) 720-9601 
www. ba nnerwitcoff . c orr 



TO: 



FACSIIViiLE TRANSMITTAL SHEET 



FROM: 



Kimberly Terrell j^^^ p |v,,anic<i 

Assistant Manager, Publications Branch 



COMPANY: DATE' 
Unite d Sta tes Patent and Trademark Office April 13. 2005 

FAX NO.: 

(703). 746-4658 



TOTAL NO. OF PAGES: (including cover sh :et) 
o 



YOUR REFERENCE NO.: OUR REFERENCE (C/M) NO, 

03848-S5586 



RE: USSN 09/498,554, Filed February 4, 2000 
^^Combina toria l Strategies for Polymer Synthesis," James L. Winkler et al. 



If you do not receive all page(s) or have any problems receiving this transmission please call: 
NAME: PHONE: 
^^^^^^ (617) 720-9600 



COMMENTS: 

Please see attached Applicants' Request for Expedited Issuance which is being submitted today n the above- 
rererenced appiicatton. ^ 

Kindly acknowledge receipt of this transmission by return facsimile. 

I liereby certify thai this correspondence is being submiUed by 
facsimile addressed to; fa>r no. (703) 746-465S. Commissioner for 
°3tenis, Attn: Ki,-r,befly i-.jrreN. Publications Branch, P,C. Box 
PAGE 32/33 * RCVD AT 7/28/2005 11:25:22 AM [Eastern Daylight Time] " SVR:USpf6'-EFXRF-5/24 *'dNIS:7464633 « CSID:16177209604 * DURATION (mm-ss):18.16 



07/28/2005 10:43 FAX 16177209604 



12)033/033 



Log of phone calls to PTO re: 09/498,554 (03848-85586), late issuance of patent. 



1/05/05 Blanche Maye said it had been put in special handling 1/3/05 and to call back in a w( ek 
to see if the file's been moved. Cheryl McLeod is the special handler and sent an e-mail to ne 
contractor 1/4/05 about it and they're waiting for the contractor to respond. Contractor and fil( is 
in PA. She also noted that the question about alleged color photos had been satisfied and sigr ed 
off on. 

1/13/05 - Darlene Lyons said they hadn't heard from the contractor yet but give her or Blanch' : a 
call on Monday, 1/17/05, to check again. Darlene is going to try to see who's handling it and w lat 
the hold-up is. 

1/18/05 - spoke to Blanche Maye again. The file still says it's in IDC (initial data capture) sir :e 
9/21/04. No answer yet from the contractor since the inquiry 1/06/05. Cheryl McLeod v. 3s 
handling - she's one of the specialists in the Pubs office next to Blanche's office 703 305 9061. 

1/28/05 - spoke to Blanche Maye. Checked on 1/19/05 - status still the same. Told me to (alt 
Sheryl if I didn't hear soon. 

2/23/05 - left msg. for Cheryl. Spoke to Blanche Maye and she will speak to Sheryl 2/24/05. 

3/2/05 - spoke to Derrick Rich who said Cheryl was working on this and trying to get an ansv er 
from the contractor. Left a message for Cheryl same day. 

4/12/05 - We never heard from Cheryl McLeod, the special handler. Spoke to Terry Dyson. Te ry 
said we should fax Kimberiy Terrell, the assistant manager of Publications (703) 746-4658 witl a 
Request to Expedite as there's been no change since Sept. 2004, 1 asked her why no one 3d 
suggested this before even when 1 asked if I couldn't do this exact thing. She didn't know. !t n ay 
be a timing issue because I asked about doing it on the 2 Harvard cases that are long overc je 
and she said I couldn't on them because they're in "special handling." 

4/12/05 - (703) 308-9250 XI 53 - Cheryl McLeod called back. Blanche had given me the wrc ^g 
no. (they moved a long time ago). She's going call the supervisor of the contractor. There wa^ a 
query but it was finished. She's going to work on it and 1 0498-00028. 

4/19/05 - Cheryl McLeod said it went in transit to FMF (final maintenance facility) 4/12/05. The t's 
the 2nd step. It stays there 1 week or so, then goes to FDC and stays there about 4 wee: <s 
where it gets its issue date. 

5/16/05: Darlene Lyon said it came out of IDC and went to FMF 4/12/05 as Cheryl had said, bi-. it 
did not go on to FDC. She's sending Cheryl a reminder e-mail. 

5/25/05: Left a message for Cheryl McLeod, 

5/27/05: Cheryl said it went back into IDC 5/25/05, but she doesn't know why; thinks it's proba;.ly 
something that got missed being scanned. She's sending an e-mail to the offsite contrac or 
who's handling it to find out and will get back to us. 

6/16/05: Cheryl said it's still in IDC, but shouldn't be there for a long process. Should be out of 
there in 2-3 weeks, so give her a call in 2 weeks. 

7/25/05: Cheryl said it should have been out of IDC 2 days ago (they're now there 8 weeks). S le 
asked me to call her Friday. 7/29/05. 
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